From campus to commerce:

——Four things every academic——

inventor needs to know

By Randy B. Hecht

I < nowledge can be its own reward—
or the gateway to a discovery with

commercial potential.

Creating something that may have market value introduces
academics to unfamiliar territory in the business world. How
they navigate that territory depends in part on the role they are
prepared to play in a fledgling enterprise.

“In academics, our end goal is generally publications, and
those are important. It lets us build up the basic science
knowledge base,” says Brian Gorman, professor and Faculty
Startup Fellow at Colorado School of Mines. He founded the
low-carbon building materials company Minima Scientific PBC
in 2021 and serves as its chief technology officer. “The gap to
commercialization is not easily bridged, mostly because, as aca-
demics, we don’t think that way. Changing the mindset is the
first big challenge.” Once that mindset hurdle is cleared, the
paperwork—and networking—begins.

STEP 1: ESTABLISHING AND FORMALIZING OWNERSHIP

The United States Patent and Trademark Office recognizes
six types of intellectual property (https://ipidentifier.uspto.gov).
These types include design patents, which protect “a new,
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original, and ornamental design for an article of manufacture,”
and utility patents, which protect “an invention that is a new
and useful process, product (machine, article of manufacture,
or composition of matter), or any new and useful improve-
ment thereof.”

University employees may own their inventions outright or
may have to share ownership (including patents, licensing fees,
and profits from a business) with the university and any corpo-
rate joint venture partners or underwriters of their research.

“If you use their tech transfer office, the university owns a
more significant portion,” Gorman says. “They are paying for
the lawyers, for their own staff to help you interface with the
lawyers, and to help you write your first disclosures.” On the
upside, that means a professor who is new to all this will not
have to learn every part of the process from the ground up.

STEP 2: SPEAKING ‘INVESTOR,’ TEAMING WITH EXPERTS
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Inventors who are immersed in the science and technology
universe may need support explaining their breakthroughs in
a way that is meaningful to investors.

“The audience at a scientific conference is going to be
interested in how you got this amazing performance by doing
this to the material. Investors couldn’t care less,” Gorman
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says. “They want to know things like, “What’s the market for
this invention?” ‘Is there a market for it”” ‘How much can
you charge if you bring this new material to market?” and
‘How long would it take you to get it to market?’”

Telling the right story may require support in shifting the
narrative from information about the properties of a new
material or the process that created it to straight talk about the
benefits the invention delivers and its commercial potential.

STEP 3: FINDING FINANCING, NEGOTIATING TERMS

Investors may be drawn to an invention’s scientific value
or potential to benefit people or the planet—but they are still
going to seek a return on their investment, and they may want
a role in operations.

Angel investors are typically individuals who provide capital
to early-stage startups in return for an ownership stake in the
venture. Depending on their interests, sectors of focus, and
expertise, angel investors may provide input on product devel-
opment, business model and strategy, networking, developing
a customer base, and other commercial concerns. They can be
valuable advisors and partners in the business venture, but it is
important to clarify the terms of the relationship up front.

Investment can also come in the form of an agreement with
an established business that can take on manufacturing and
distribution costs within its existing operations.

“I made this awesome product in my kiln in my garage,
and that was great, but I didn’t know the next piece. I didn’t
know how to make a billion bricks a year. So, I knocked on
the door at a brick factory, and now they’re my manufacturing
partners,” Gorman says.

“When you calculate how much capital you need to build a
brick factory, to build a powder processing facility, to build a
glass plant, whatever it is, you'll realize quickly that you need
manufacturing help. You need partners,” he adds. Having that
partnership in place also made his pitch for capital investment
more credible.

STEP 4: CHOOSING YOUR ROLE IN THE ENTERPRISE

Some inventors uncover their inner entrepreneur. Others
want to go back to the lab and leave the business administra-
tion and project management to people born for those roles.
Gorman took the latter path. Serving as Minima’s CTO
instead of running the company frees him to continue pursu-
ing additional projects, one of which he estimates is “halfway
to commercialization.”

He sees an analogy between spotting different kinds of tal-
ent in the classroom and finding the right professionals to
manage the business aspects of the start-up.

“I've been doing my faculty job for 22 years. | know who will
be a great grad student and who should probably go into indus-
try instead,” he says. “You need to shift that skill from the lab
to a production mindset. Put together the same great team you
put together in your academics. You're great at science. Get out
of the way and let the business people do their thing.”
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RESOURCES FOR ENTREPRENEURIAL ACADEMICS

If you are a faculty member or laboratory researcher think-
ing about launching a start-up, it is best to begin by reviewing
the protocols your university already has in place for com-
mercializing products or solutions invented on campus. The
resources below provide additional support for those pursuing
start-up ventures.

The United States Patent and Trademark Office Inventor
and Entrepreneur Resources page provides an overview of
types of intellectual property and how to protect ideas and
inventions. There is also a guide to the patent process, infor-
mation about reduced patent filing fees, and a searchable map
of Patent and Trademark Resource Centers, “which offer free
public access to products and services, patent and trademark
training, and reference assistance.” Another web page offers
drop-down menus about “federal funding to support your
innovation” and “commercialization resources for small and
minority-owned businesses.” Learn more: https://www.uspto.
gov/learning-and-resources/inventors-entrepreneurs-resources

The U.S. Small Business Administration operates a nation-
wide network of Small Business Development Centers that
provide free counseling and training in support of start-ups
as well as established small businesses that are planning to
expand. Search for SBDCs by zip code: https://www.sba.gov/
local-assistance/resource-partners/small-business-development-
centers-shdc

SCORE is a volunteer organization that provides executives
as mentors to start-ups and existing businesses. Its Business
Planning & Financial Statements Template Gallery covers
“business planning, finance, sales, marketing, and manage-
ment, designed to assist you in developing strategies for either
launching a new business venture or expanding an existing
one.” Learn more: https://www.score.org

In the article “What to look for in an angel investor,” J.P.
Morgan explains the difference between generalists and special-
ists and provides guidance on conducting due diligence on
prospective investors. Learn more: https://bit.ly/30Z4ERw

Early-stage entrepreneurs also have the option of entering
into an agreement with a start-up accelerator that takes an
equity stake in the enterprise in return for mentoring and
funding. Silicon Valley Bank provides an overview of how they
work, how they differ from start-up incubators, and how to
evaluate accelerators as prospective business partners. Learn

more: https://bit.ly/4wcqKkb
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